REMARKS/ARGUMENTS 



In the Office Action mailed February 8, 201 1, claims 1-11 were rejected. In 
response, Applicant hereby requests reconsideration of the application in view of the 
amendments and the below-provided remarks. No claims are canceled. 

For reference, amendments are presented for claims 1, 5, and 11. In particular, 
the amendments for claim 1 are presented to clarify the transmission of the carrier signal 
present signal and the carrier signal not-present signal. The amendments for claim 1 are 
also presented to clarify generating and transmitting the command-end signal. 
Amendments for claims 5 and 1 1 are presented to recite one or more similar limitations. 
All of these amendments are consistent with one or more embodiments described and 
illustrated in the present application. In particular, the not-present (NPS) signal is shown 
in Fig. 1 (between 32 and 27). The present signal (PS) signal is shown in Fig. 2 (between 
32 and 27). The command-end signal (CES) signal is shown in one perspective for 
claims 1 and 1 1 in Figs. 1 and 2 (between 25 and 27), and it is shown in another 
perspective for claim 5 in Fig. 3 (between 1 1 and 12). Corresponding description is 
found in associated language of the specification at page 13, line 27, through page 14, 
line 20. 

Claim Rejections under 35 U.S.C. 103 

Claims 1-11 were rejected based on one or more cited references. The cited 
reference(s) relied on in these rejections include: 

Wood Jr. (U.S. Pat. No. 6,466,771, hereinafter Wood) 

In particular, claims 1-11 were rejected under 35 U.S.C. 103(a) as being 
unpatentable over Wood. However, Applicant respectfully submits that these claims are 
patentable over Wood for the reasons provided below. 
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Independent Claim 1 

Claim 1 is patentable over Wood because Wood does not teach, either alone or in 
combination with the other asserted teachings, all of the limitations of the claim. Claim 1 
recites: 

A circuit, this circuit being provided for a communication partner 
appliance that is designed for contact less communication and as a data 
carrier, this communication partner appliance being provided for a 
communication system with at least one further communication partner 
appliance, in which circuit a first communication mode or a second 
communication mode can be activated, and which circuit has the means 
listed below: 

activators for activating the first communication mode or the 
second communication mode, and 

reception means for receiving a carrier signal that is transmitted by 
the at least one further communication partner appliance, and 

detectors for detecting the presence of the received carrier signal, 
these detectors transmitting within the circuit of the communication 
partner appliance a carrier signal present signal in the event that the carrier 
signal is present, and otherwise transmitting within the circuit of the 
communication partner appliance a carrier signal not-present signal as a 
consequence of a missing carrier signal , and 

command signal recognition means for recognizing a command 
signal that can be transmitted with the aid of the carrier signal, and 
wherein the command signal recognition means is further configured to 
subsequently generate and transmit within the circuit of the 
communication partner appliance a command-end signal that is separate 
from the transmitted command signal and represents the end of the 
transmitted command signal , and 

determination means for determining whether, after the occurrence 
of the command-end signal, at a given measurement point in time, the 
carrier signal present signal is present, with which determination means a 
first activation signal can be transmitted when the carrier signal present 
signal is present, and otherwise a second activation signal can be 
transmitted, with which first activation signal the circuit can be brought 
into the first communication mode with the aid of the activators, and with 
which second activation signal the circuit can be brought into the second 
communication mode with the aid of the activators. 
(Emphasis added.) 

In order to establish a prima facie rejection of a claim under 35 U.S.C. 103, the 
Office Action must present a clear articulation of the reason why the claimed invention 
would have been obvious. MPEP 2142 (citing KSR International Co. v. Teleflex Inc., 
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550 U.S. 398 (2007)). The analysis must be made explicit. Li. Additionally, rejections 
based on obviousness cannot be sustained by mere conclusory statements ; instead there 
must be some articulated reasoning with some rational underpinning to support the legal 
conclusion of obviousness . Id. 

Thus, there are at least three criteria that must be satisfied in order to establish a 
prima facie case of obviousness: 

1) The rejection must include a conclusion that the claimed invention would 
have been obvious. 

2) The rejection must include articulated reasoning to support the asserted 
conclusion of obviousness. 

3) The articulated reasoning must be based on some rational underpinning . 

In light of the analysis presented below, Applicant submits that the assertions 
presented in the Office Action do not establish a prima facie rejection of the claim 
because the assertions are not based on a rational underpinning. Rather, the assertions in 
the Office Actions are mere conclusory statements that are not supported by the actual 
teachings of Wood or by other evidence provided by the Examiner. In particular, there 
are at least two reasons the assertions in the Office Action fail to provide a rational basis 
for the conclusion of obviousness. First, the assertions in the Office Action are not based 
on a rational underpinning because the assertions in the Office Action are inconsistent 
with the actual teachings of Wood. Second the assertions in the Office Action are not 
based on a rational underpinning because the assertions of alleged inherency and well- 
known status in the art are improper without supporting evidence. 

1. The assertions in the Office Action are inconsistent with the actual teachings 
of Wood. 

Despite the assertions in the Office Action, Wood does not teach at least some of 
the limitations of the claim. In particular, Wood does not teach transmitting a carrier 
signal not-present signal as a consequence of a missing carrier signal. Also, Wood does 
not teach generating and transmitting, within the circuit of the communication partner 
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appliance, a command-end signal that is separate from a command signal. Both of these 
are discussed in more detail below. 

a. Wood does not teach transmitting a carrier signal not-present signal as a 
consequence of a missing carrier signal. 

Wood does not teach transmitting a carrier signal not-present signal as a 
consequence of a missing carrier signal. Wood merely describes a transmitter 32 which 
is switchable between operating in a modulated backscatter transmitter mode and an 
active mode based on a radio frequency command received from an interrogator. In other 
words, Wood describes the interrogator sending separate command signals to switch 
between the backscatter transmitter mode and the active mode. Nevertheless, Wood does 
not describe switching modes in response to the absence of a signal, or as a consequence 
of a missing signal, because the mode switching of Wood relies on the presence of a 
specific command signal to switch from the backscatter transmitter mode to the active 
mode, or vice versa. Therefore, even if Wood were to describe generating a carrier signal 
present signal and a carrier signal not-present signal, in response to the separate 
command signals from the interrogator, Wood nevertheless does not teach transmitting a 
carrier signal not-present signal as a consequence of a missing carrier signal, as recited in 
the claim. 

b. Wood does not teach generating and transmitting, within the circuit of the 
communication partner appliance, a command-end signal. 

Wood does not teach generating and transmitting a command-end signal within 
the circuit of a communication partner appliance. Although the Office Action appears to 
suggest that the unmodulated 2.44 GHz signal described in Wood might be a command- 
end signal, Applicant submits that the 2.44 GHz signal of Wood does not anticipate the 
clarified language of the claim because the 2.44 GHz signal of Wood is generated by the 
interrogator and transmitted out of the interrogator. The 2.44 GHz signal of Wood is not 
generated and transmitted within the interrogator or, alternatively, within the 
corresponding radio frequency data communication device. Rather, the 2.44 GHz signal 
is transmitted from the interrogator to the radio frequency data communication device. 
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Moreover, it should be noted that the system of Wood describes a single device — 
the interrogator — which functions to transmit both the carrier signal and the 2.44 GHz 
signal. In contrast, within the context of the claim, the carrier signal and the carrier-end 
signal are generated by different communication partner appliances. In particular, a first 
communication partner appliance receives the carrier signal from second communication 
partner appliance (i.e., the second communication partner appliance generates the carrier 
signal), and then the first communication partner appliance generates and transmits the 
command-end signal within the first communication partner appliance. Therefore, the 
system of Wood describes a different type of system because Wood merely describes a 
single device which generates both the carrier signal and the 2.44 GHz signal, rather than 
two separate functional units which independently generate the carrier signal and the 
command-end signal. 

2. The assertions in the Office Action of alleged inherency and well-known 
status in the art are improper. 

In addition to the failure of Woods to support the assertions provided in the Office 
Action, the assertions in the Office Action also lack a rational underpinning because the 
assertions in the Office Action of inherent and well-known teachings are not properly 
supported by evidence. Rather, these assertions merely amount to conclusory statements 
that are lacking in support. 

The assertions of inherency is insufficient to support the rejections because the 
assertion of inherency is not properly supported by rationale or evidence, as required by 
the MPEP. The MPEP states that the Examiner must provide rationale or evidence in 
order to show inherency. MPEP 21 12(IV). More specifically, in relying on a theory of 
inherency, the Examiner must provide a basis in fact and/or technical reasoning to 
reasonably support the assertion that an allegedly inherent characteristic necessarily flows 
from the teachings of the cited reference. Id. Moreover, the MPEP states that the 
possible occurrence of a result or characteristic is not sufficient to establish inherency of 
the asserted result or characteristic. Id. 

Here, the Office Action merely restates some of the disclosure of Wood related to 
switching between communications modes. However, in light of the lack of disclosure 
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by Wood, the reasoning in the Office Action simply concludes that it is allegedly inherent 
in the disclosure of Wood to transmit a carrier signal not-present signal as a consequence 
of a missing carrier signal. Moreover, there is no explanation of any type of relationship 
between the functionality in Wood of switching communication modes and the 
possibility of transmitting the specific type of signal recited in the claim under the 
specific conditions recited in the claim. Thus, the conclusion of inherency asserted in the 
Office Action is not supported by any rationale or evidence. 

Although the Office Action includes a conclusion that the indicated language of 
the claim is allegedly inherent or well-known, the Office Action does not include any 
reasoning that would provide a rationale to explain why transmitting a carrier signal not- 
present signal as a consequence of a missing carrier signal might have been inherent 
based on the description of switching communication modes. Additionally, the reasoning 
in the Office Action does not describe any facts or technical reasoning that would support 
the assertion of inherency. Moreover, the Office Action does not provide any extrinsic 
evidence to remedy this lack of rationale. In other words, the assertions in the Office 
Action merely amount to unsupported conclusion of inherency, without providing any 
rationale or evidence to show how the Examiner might have arrived at the asserted 
conclusion of inherency. This failure to properly support the assertions of inherency is 
insufficient to provide a rational underpinning for the conclusion of obviousness. 

For the reasons presented above, the asserted conclusions and articulated 
reasoning presented in support of the rejection based on Wood is not supported by a 
rational underpinning. Consequently, the Office Action does not establish a prima facie 
case of obviousness because the assertions in the Office Action do not provide articulated 
reasoning with a rational underpinning. Accordingly, Applicants respectfully assert the 
rejection of claim 1 is improper because the Office Action does not establish a prima 
facie case of obviousness. 

Independent Claims 5 and 1 1 

Applicant respectfully asserts independent claims 5 and 1 1 are patentable over the 
cited reference at least for similar reasons to those stated above in regard to the rejection 
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of independent claim 1. Each of these claims recites subject matter which is similar to 
the subject matter of claim 1 discussed above. Although the language of these claims 
differs from the language of claim 1, and the scope of each claim should be interpreted 
independently of other claims, Applicant respectfully asserts that the remarks provided 
above in regard to the rejection of claim 1 also apply to the rejections of these claims. 

Dependent Claims 

Claims 2-4, 6-10, and 14-16 depend from and incorporate all of the limitations of 
the corresponding independent claims 1, 5, and 1 1 . Applicant respectfully asserts these 
dependent claims are allowable based on allowable base claims. Additionally, each of 
these dependent claims may be allowable for further reasons. 



Applicant respectfully requests reconsideration of the claims in view of the 
amendments and the remarks made herein. A notice of allowance is earnestly solicited. 

At any time during the pendency of this application, please charge any fees 
required or credit any over payment to Deposit Account 50-4019 pursuant to 37 C.F.R. 
1.25. Additionally, please charge any fees to Deposit Account 50-4019 under 37 C.F.R. 
1.16, 1.17, 1.19, 1.20 and 1.21. 



CONCLUSION 



Date: May 9, 2011 



Respectfully submitted, 

/Jeffrey T. Holman/ 

Jeffrey T. Holman 
Reg. No. 51,812 
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1361 NHwy 89, Suite #9 
Farmington, UT 84025 
Phone: (801)746-5560 
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